FEDERAL COURT: “CHEAP TICKETS” FOR EVERYONE
IMPORTANT LESSONS ON THE INTERSECTION OF DOMAIN NAME AND TRADEMARK LAW
Descriptive domain names have become extraordinarily valuable with the explosive growth of the pay-per-click internet advertising revenue model. Accordingly, registrants of good descriptive domain names tend to fiercely resist challenges to their registration. Registrants frequently defend their descriptive domain name by claiming that the domain name is “generic”
, and accordingly they have every right to have registered and used the domain name.
But what happens when a registrant of a descriptive domain name is challenged on the basis of a registered trademark that corresponds to the domain name? On March 2, 2007, the Federal Court of Canada released its decision in the case of Emall.ca Inc. carrying on business as CHEAPTICKETS.CA v. Cheap Tickets and Travel Inc
. (the “CHEAPTICKETS.CA Case”). This case provides some important insight into the intersection between domain name law and traditional trademark law, particularly in the case of “descriptive” domain names.

Domain name law, as established by the Canadian Internet Registration Authority (“CIRA”) Domain Name Dispute Resolution Policy (“CDRP”), is a relatively recent legal framework
 that is intended to specifically deal with so-called “cybersquatters”. It does not however, include any remedies for infringement of a registered trademark per se, absent “bad faith registration”. In contrast, traditional trademark law protects trademark owners from infringement, but does not specifically deal with cybersquatters. Nevertheless, both legal frameworks exist alongside each other and questions have lingered as to how these two frameworks will practically interact with each other within the context of a Canadian domain name and trademark dispute.

In the CHEAPTICKETS.CA Case, the Court ruled on Emall.ca’s Application for expungement of two trademarks registered by Cheap Tickets and Travel; CHEAP TICKETS (registered July 18, 2002) and CHEAP TICKETS AND TRAVEL & Design (registered July 8, 2002). The Federal Court ruling followed a previous dispute between the parties pursuant to the CIRA CDRP (the “CIRA Case”). In the CIRA Case, Cheap Tickets and Travel Inc. unsuccessfully complained that Emall.ca Inc. was “cybersquatting” on the domain name, CHEAPTICKETS.CA, and it should therefore be transferred from Emall.ca Inc. to Cheap Tickets and Travel Inc. 
On September 9, 1999, Montreal-based Emall.ca Inc. registered CHEAPTICKETS.CA as a domain name with the CIRA. It was used in conjunction with an on-line travel and hotel booking service. Since 1997, Emall.ca Inc. had been a pioneer in the registration and development of “generic” and “descriptive” Canadian domain names, such as Christmas.ca, TradeShows.ca, Banking.ca, SmokedSalmon.ca, PrivateSchools.ca, MortgageDeals.ca, HolidayTravel.ca, BuyACar.ca, Antiques.ca, TravelDeals.ca, Bowling.ca, and numerous others. 
In order to register a Canadian domain name, an applicant must inter alia enter into a Registration Agreement with CIRA which requires the domain name registrant to submit to a proceeding concerning the ownership of the domain name if a Complaint is filed with CIRA by a third party. The availability of a proceeding pursuant to the CIRA CDRP does not however, prevent either the Registrant or a Complainant from submitting a dispute between them to a judicial or administrative proceeding, arbitration, mediation or any other procedure at any time for independent resolution. 
On November 15, 2002, Cheap Tickets and Travel Inc., a Victoria, British Columbia, travel agency, commenced such a CIRA proceeding against Emall.ca Inc. In accordance with the established CDRP test for the transfer of a domain name, Cheap Tickets and Travel Inc. claimed, inter alia;

a) that the domain name, CHEAPTICKETS.CA, was confusingly similar to its registered trade-marks (for CHEAP TICKETS and CHEAP TICKETS AND TRAVEL & Design) which the Complainant had rights in prior to the date of registration of the domain name;

b) that Emall.ca Inc. had no legitimate interest in the domain name; and 
c) that Emall.ca Inc. had registered the domain name in bad faith. 
In dismissing the Respondent’s Complaint, the Panel concluded, inter alia, that:

a) the Complainant’s CHEAP TICKETS trade-mark was registered in the Canadian Intellectual Property Office on July 18, 2002, almost two years after the date on which the Domain Name was registered; and
b) the Complainant did not provided sufficient evidence that prior to September 16, 1999 (the date of the domain name registration) the Complainant used the marks in any non-descriptive way, i.e. for the purpose of distinguishing itself, so as to have acquired common law trademark rights.

Accordingly, the Panel determined that the Complainant had failed to meet the first part of the three-part CDRP test, i.e. that the domain name be confusingly similar to a trademark in which the Complainant had rights prior to the date of registration of the disputed domain name. The policy’s reason for this requirement of the CDRP test, is that the CDRP is only intended to catch those registrants who registered a domain name in order to capitalize or interfere with, a trademark owner’s prior trademark registration. The CDRP is not intended to arbitrate competing intellectual property claims or determine whether trademark infringement has occurred. The CIRA decision, dated January 31, 2003, was the fourth CIRA decision since the inception of the CDRP, and the first CIRA decision dismissing a Complaint.

As previously mentioned, a CIRA proceeding does not displace the right of a party to go to court for “independent resolution” of the dispute. Ostensibly, this means that a party that was unable to meet the narrow CDRP criteria for the transfer of a domain name, may resort to a court proceeding and rely upon trademark rights in its claim for the transfer of a domain name. Accordingly, a trademark owner who is unsuccessful at CIRA may subsequently have a successful action for trademark infringement, and seek the “delivery-up” of the domain name as part of the relief requested in the action.
For nearly two years subsequent to the release of the favourable CIRA decision, Emall.ca Inc. did not hear anything further from the Cheap Tickets and Travel Inc., until December 3, 2004, when Cheap Tickets and Travel Inc. commenced an action for alleged trade-mark infringement and passing off in the Supreme Court of British Columbia (the (B.C. action”), and sought therein to obtain an order transferring the “infringing” domain name, CHEAPTICKETS.CA, to itself. The Plaintiff’s position was essentially that even if Emall.ca Inc. wasn’t a “cybersquatter” under the CDRP, it was nevertheless liable for trademark infringement and passing off as a result of it operating a travel related web site in connection with CHEAPTICKETS.CA, when the Plaintiff had registered trademarks (for CHEAP TICKETS and CHEAP TICKETS AND TRAVEL & Design) in connection with a “travel agency, travel information, travel tours and charters, and
ticket agency services in the field of transportation, travel, theatre and sports events”.

Emall.ca Inc. defended the B.C. action for infringement, and in an outflanking maneuver, commenced an Application for the expungement of the registered trademarks in the Federal Court of Canada, since the Federal Court of Canada has exclusive jurisdiction over expungement proceedings.

Emall.ca Inc.’s position in the Federal Court Application was that pursuant to Section 18(1) of the Trademarks Act, the Respondent’s trademarks were not registrable at the date of registration, because they were clearly descriptive of the character or quality of the services in association with which they were allegedly used, as understood by Section 12(1)(b) . Alternatively, Emall.ca Inc. stated that pursuant to Section 18(1)(b), the Respondent’s trade-marks were not distinctive at the time the Application was commenced because they did not actually distinguish, nor were they adapted to distinguish, the services of the Respondent from the services of all others, including the services of the Applicant.
Accordingly, Emall.ca Inc. asked the Federal Court to strike the Respondent’s two registered trademarks from the registry, because the phrases, “cheap tickets” and “cheap tickets and travel” were common, descriptive phrases in the English language, and it was unfair that the Respondent had a monopoly over these phrases in connection with its travel business. Emall.ca Inc. pointed to the Respondent’s own advertisements which used the respective phrases descriptively. Emall.ca Inc. also showed that numerous companies such as Air Canada, Sears, and Expedia.ca used the phrase, “Cheap Tickets” in connection with their own bona fide description of their services.
The Honourable Justice Strayer, agreed with the Applicant’s position, and stated that:

“My first impression…is that these trade-marks are clearly descriptive of the travel agency services provided by the Respondent. The Respondent argues that many things it does do not involve the sale of things normally called “Tickets”. A trade-mark, as noted above, does not become other than descriptive by virtue of the fact that it may be somewhat inaccurate. It is sufficient if it gives the impression of the nature or function of the goods or services in connection with which it is used: see e.g. S.C. Johnson & Son, Ltd. v. Marketing International Ltd. [the Off insect repellent case]…. 
It is apparent that the Respondent itself regarded the phrase “Cheap Tickets” to be descriptive of its business…Just as in the present case, in Canadian Shredded Wheat Co. v. Kellog Co. [1938] 2 D.L.R. 145, the Judicial Committee of the Privy Council held that the term “Shredded Wheat” was descriptive of the plaintiff’s product because in its advertising it had used that terminology generically to describe what it produced. In the present case, the Respondent has admitted that it used “Cheap Tickets” and “Cheap Tickets and Travel as descriptive of the services it provided.”
Accordingly, since Strayer, J. ruled that the subject trademarks were clearly descriptive as of the date of their erroneous registration as trademarks, it was not necessary to determine whether they ceased to be distinctive by the time the Application was brought.
Having ordered that the subject trademarks be struck from the registrar as a result of them being “clearly descriptive”, the B.C. action for trademark infringement and passing off appears to no longer be tenable, and the domain name, CHEAPTICKETS.CA, remains with its current registrant, Emall.ca Inc..
As can be seen from the interaction between the CIRA proceeding, the B.C. action for infringement, and the Federal Court Application for expungement, a robust domain name dispute can traipse between the CDRP’s “cybersquatting” framework and trademark law. Furthermore, where “bad faith registration” cannot be proven in a CIRA proceeding, trademark law must ultimately be resorted to by the trademark owner. In the CHEAPTICKETS.CA Case however, the trademark owner actually lost its registered trademarks in the course of asserting its trademark rights against a descriptive domain name. 
The CHEAPTICKETS.CA Case has provided comfort to descriptive domain name registrants, in that their investment in such domain names will be protected by Canadian trademark law, and has furthermore demonstrated that Canadian trademark law does not operate to only protect trademark registrants. In this particular case, the defense of a descriptive domain name resulted in a decision reinforcing the prohibition on the registration of descriptive trademarks. Accordingly, the intersection of domain name law and trademark law has contributed a benefit to both legal frameworks by demonstrating that the fundamental principles of longstanding trademark law can be applied fairly to domain name disputes so that domain name registrant rights are protected.
� The term “generic” is used by registrants to mean domain names which are so general that they could be used in connection with a multitude of businesses, but the term is also frequently used incorrectly by domain name registrants to mean descriptive domain names as well.


� 2007 FC 243, Docket No. T-142-05.


� The CDRP went into effect in June of 2002.





� There have been 75 CIRA decisions since 2002, including 13 unsuccessful complaints; cheaptickets.ca, transunion.ca, acrobat.ca, forestercollege.ca, covercrete.ca, seedcheck.ca, expressfit.ca, cdplus.ca, amctheatres.ca, msnsearch.ca, toro.ca, airs.ca, thermos.ca, and forsale.ca.








