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Easthaven v. Nutrisystem.com1 (the - "SWEETSUCCESS.COM case"), a recent Ontario decision

provides interesting insights into the willingness of Canadian courts to assert jurisdiction over domain name disputes  involving foreign registrants and Canadian registrars. 
In the SWEETSUCCESS case, Nutrisystem.com, a Pennsylvania company, acquired the US Trademarks rights to the mark, SWEETSUCCESS, from Swiss-based Nestle. Nutrisystem had planned on using the mark in connection with weight loss products Nutrisystem.com brought suit in September 2000 in Pennsylvania against Easthaven, a Barbadian company that had registered the domain name, SWEETSUCCESS.COM in 1998. Nutrisystein.com also filed suit against an Ontario company that acted for Easthaven in responding to Nutrisystem.com’s request to purchase the domain name. 
In October 2000, Nutrisystem.com commenced an ICANN (Internet Corporation for Assigned Names and Numbers) domain name dispute resolution action (Uniform Domain Name Dispute Resolution Policy or UDRP) in an effort to obtain transfer of the sweetsuccess.com domain2. That action failed, as a three-member ICANN UDRP panel found unanimously for the respondent registrant3:

…Once again, the Panel recognizes that the scope of Complainant's trademark rights must be the subject of our analysis and the scope of those rights is linked inextricably with the goods on which the mark appears. We believe that ordinary and average consumers and those who navigate the Internet are cap8ble of holding in their minds separate cognitive understandings of the trademark significance associated with Complainant's use of the term “Sweet Success" on candy and dietary drinks and of the use of that same term as a URL by Respondent The scope of Complainant's trademark rights is insufficient to bar Respondent from acquiring legitimate rights in. the same term when used for a different purpose, such as a URL.
 ... [W]e cannot conclude that the response from Respondent's agent can be described a "hold up," as an economist would use that term. However, we reject the characterization ascribed by Complainant that “the email serves as undeniable evidence that [Respondent’s) [sic] conduct with respect to the registration of the 'sweetsuccess.com' domain name was and is in bad faith .... The e-mail responds with a direct answer to a pointed question. Presumably, Complainant is unhappy with the price placed on the sale of this intangible asset. That, however, does not equate with bad faith in quoting the price in the first instance, especially when the quotation was sought as in the case here.
Undeterred, Nutrisystem.com then moved for an interlocutory injunction in Pennsylvania, wherein it sought to prevent the defendant registrant 'from doing anything to prevent the transfer of the domain name to the plaintiff'. The registrant's counsel cross motioned to dismiss the claim for forum non conveniens in Pennsylvania. The Pennsylvania judge determined that though there was no contact with Pennsylvania such that the court had personal jurisdiction over the Barbados company, Pennsylvania's "Long Ann Statute" (42 Pa. ·CSA) entitled the court to assume jurisdiction. The injunction was issued and the domain name was transferred upon receipt of the Order in Toronto, by the Toronto-based domain name Registrar, Tucows Inc.
Easthaven responded by filing its suit against Nutrisystem.com and Tucows in Ontario4. The basis for bringing suit in Ontario was three-fold. First, Easthaven's agent was an Ontario corporation. Second, the domain name was registered by an Ontario corporation and resided on servers in Ontario. Third, pursuant to the ICANN UDRP Complaint brought by Nutrisystem.com, it agreed to submit to the domain name registrar's principal place of business, albeit in the limited circumstances of 'a challenge to an ICANN decision transferring or cancelling the domain name'. Arguably, the submission to the location of the Registrar did not apply to the Ontario proceeding, because it was not an action in connection with an ICANN Order "transferring or cancelling" the domain name, but in an ICANN decision refusing to transferor cancel the domain name. Ultimately, the Ontario court inter alia ruled that the fact that Tucows was 81r Ontario-based company did not provide it with a sufficient basis to assume jurisdiction over a matter brought by a foreign plaintiff against a foreign defendant Moreover, the Court further held that Pennsylvania was a  more convenient forum for the dispute. An appeal to the Ontario Court of Appeal in the SWEE1SUCCESS.COM case was filed in August 2001. 
Interestingly, this result stands in contrast to the Technodome.com case, a domain name dispute case between two Canadians and litigated first within the ICANN UDRP and subsequently in Virginia as part of an action brought under the U.S. Anticybersquatting Consumer Protection Act (p.L. 106-113). The Technodome.com case involved two domain names Technodome.com and Destinationtechnodome.com5. The plaintiff/complainant in the UDRP and ACPA .actions was Heathmount, a Canadian corporation . The defendant/respondent in these cases was an Ontario resident who registered the two aforementioned domain names. 
Heathmount abandoned its ICANN UDRP complaint after it was ofrlered, pursuant to the ICANN UDRP, to submit to the registrant's jurisdiction, Internet and E-Commerce Law i" Canada namely Ontario, for any court challenge to the ICANN UDRP decision. Instead, Heathmount brought an in rem proceeding in Virginia, pursuant to the ACPA. . The defendant contested the assertion of in rem jurisdiction in Virginia but a court dismissed the action; ruling that the ACPA provided for a suit where the domain name was registered, Le., Virginia - notwithstanding that both plaintiff and defendant were foreign persons. The Teclmodome.com case is currently on appeal to- the Fourth Circuit Court of Appeals with hearings scheduled for December 2001. 
The effect of these two cases seems to suggest that the U.S.  legislative intervention into domain name disputes through the ACPA provides U.S. courts with a basis for asserting jurisdiction that does not exist in Canada. While actions may be brought by foreign parties in U.S. courts based on the existence of U.S. domain name registrar, the same does not hold true in Canada. This development is particularly noteworthy given the growing domain name registration market share enjoyed by Tucows, the Canadian-based registrar. 
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